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DETAILED ACTION 

Response to Amendment 

The submission of a certified English language translation of the Japanese 
priority document has been noted. However, a fair reading of said document does not 
provide support for the range of a Ni content of 49 to 52% by atom, as claimed in 
present claim 1, and for which claims 2 and 4-21 depend. Accordingly, applicants' 
priority based upon Japanese Patent Application No. 2002-162287 is withdrawn. 

The objection of claims 6-9, 12, and 15 is moot in view of applicants' 
amendments. 

The renumbering of claims 4-15 has been noted. 

The rejection of claims 1-2, 4-5, 10-11, 13 and 14 under 35 U.S.C. 103(a) as 
being unpatentable over Xu etal., 7,253,219 B2 in view of JP08013068 and Saito etal, 
"A New Fabrication Process of TiNi Shape Memory Wire" is withdrawn in view of 
applicants' statement of common ownership. 

Claim Rejections - 35 USC § 103 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1-2 and 4-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japanese Patent Publication JP2002-356757 (Kyo), (machine translation) in view 
of JP08013068 (JP'068) and Saito et al., "A New Fabrication Process of TiNi Shape 
Memory Wire" (Saito), for reasons of record. 
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Kyo discloses a shape memory alloy wire substantially of the type contemplated 
by applicants, wherein said wire is produced by cold drawing a shape memory alloy and 
comprises a shape memory alloy that has a reverse transformation starting temperature 
of 130°C or higher and has a shrinking strain of 2% or more, wherein the shape memory 
alloy comprises a TiNi alloy in an Ni content of 49 to 52% by atom and a cold drawing 
rate of at least 10% or more, as required by present claims 1-2. Figures 7-8 show 
reverse transformation termination temperatures of at least 250°C. See entire 
document and for example claims 1-6. Kyo discloses the formation of composite 
materials comprising glass fibers or carbon fibers in thermosetting epoxy resins, as 
required by present claims 4-9, 11,14, and 16-19. See page 6 of translation. In 
addition, Kyo teaches a process for producing said composite material, said process 
being essentially as claimed in present claim 13, further teaching that the heating of the 
wire is carried out by application of electric current, per claims 12, 15, and 20-21 . See 
claim 1 1 . Kyo does not disclose the diameter of his shape memory alloy wire. JP'068 
and Saito each teach that fine diameter shape memory TiNi alloy wires are known in the 
art, wherein Saito additionally teaches that his wire is cold drawn in order to get fine 
wires that are often needed in for medical use or in the application of microactuators. 
While Kyo is silent as to the diameter of his wire, this limitation is drawn to the size of 
the wire. It is the examiner's position that changes in size are not a matter of invention. 
In re Dailey, 149 USPQ 47 (CCPA 1976). Alternatively, JP'086 and Saito each teach 
that TiNi alloy wires of the instant claimed diameter were known in the art at the time the 
invention was made. It would have been obvious to the skilled artisan at the time the 



Application/Control Number: 1 0/51 6,61 7 Page 4 

Art Unit: 1794 

invention was made to modify the teachings of Kyo by forming a shape memory alloy 
fine wire having a diameter within the present claimed range as taught by JP'086 and 
Saito. Hence, to use wires of this diameter in the formation of composite products is not 
construed to be inventive, absent factual evidence to the contrary. Regarding claim 10, 
this claim is a product-by-process claim, wherein patentability relies solely on the 
product. Accordingly, the process limitations add no patentable weight. 

Therefore the combined teaching of the prior art would have rendered obvious 
the invention as claimed in present claims 1-2, and 4-21 . 

3. Applicant cannot rely upon the certified translation of the foreign priority papers to 
overcome this rejection. 

4. Claims 1-2 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Goldberg et al., 5,641 ,364 (Goldberg) taken alone, or in view of JP0801 3068 
(JP'068) and Saito et al., "A New Fabrication Process of TiNi Shape Memory Wire" 
(Saito). 

Goldberg discloses shape memory allow wires substantially of the type 
contemplated by applicants, wherein said wire is produced by cold drawing a shape 
memory alloy and comprises a shape memory alloy that has a reverse transformation 
starting temperature of 130°C or higher and a reverse termination temperature of at 
least 250°C and has a shrinking strain of 2%, as required by claim 1 . Also, Goldberg 
teaches a cold drawing rate of at least 20%, per claim 2. See entire document, for 
example abstract, column 8, lines 7-9 and Tables. Goldberg does not teach the instant 
claimed wire diameter. It is the examiner's position that changes in size are not a 
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matter of invention. In re Dailey, 149 USPQ 47 (CCPA 1976). Alternatively, JP'086 and 
Saito each teach that TiNi alloy wires of the instant claimed diameter were known in the 
art at the time the invention was made. It would have been obvious to the skilled artisan 
at the time the invention was made to modify the teachings of Goldberg by forming a 
shape memory alloy fine wire having a diameter within the present claimed range as 
taught by JP'086 and Saito. Hence, to modify the teachings of Goldberg by changing 
the wire diameter during routine experimentation is not construed to be inventive, 
absent factual evidence of unexpected or superior properties directly related to the 
instant wire diameter. Regarding claim 10, this claim is a product-by-process claim, 
wherein patentability relies solely on the product. Accordingly, the process limitations 
add no patentable weight. 

Therefore the combined teaching of the prior art would have rendered obvious 
the invention as claimed in present claims 1-2 and 10. 

5. Claims 4-9 andl 1 -21 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Goldberg et al., 5,641 ,364 (Goldberg) taken alone, or in view of JP0801 3068 
(JP'068) and Saito et al., "A New Fabrication Process of TiNi Shape Memory Wire" 
(Saito), further in view of JP091 76330 (JP'330). 

Goldberg and Saito are as set forth above, but do not teach the incorporation of 
the shape memory alloy wire into a composite. JP'068 is as set forth above and 
teaches the formation of composite materials comprising shape memory alloy wires and 
thermosetting resins, and JP'330 teaches the formation of composite materials 
comprising matrix materials having shape memory alloy wires incorporated therein. 
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Accordingly, all of the claimed elements were known in the prior art and one skilled in 
the art could have combined the elements as claimed by known methods with no 
change in their respective functions and the combination would have yielded predictable 
results to one of ordinary skill in the art at the time the invention was made. 

Therefore, the combined teaching of the prior art references would have 
rendered obvious the invention as claimed in present claims 4-9 and 1 1-21 . 

Response to Arguments 
6. Applicant's arguments filed January 6, 2009 have been fully considered but they 
are not persuasive. 

Applicants argue that the examiner's position that "changes in size are not a 
matter of invention" may be correct on its face but obscures the fact that the present 
invention allows for the improvement of shape memory alloy wires at wire sizes 
previously unattainable. 

In this regard, it is the examiner's position that an applicant is expected and 
presumed to know something about the art than what a prior art reference literally 
teaches. Cold working in wire formation is a process known for producing fine wires. 
This is evidenced by the teachings of Saito and JP'068. The skilled artisan would have 
immediately envisaged further cold working processing the wire of Goldberg to produce 
fine wires that could be used in medical applications. And alternatively, the teachings of 
Saito and JP'068 would have provided motivation to the skilled artisan for forming fine 
wires having diameters within the present claimed range. 
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Applicants argue that Goldberg is applied to ternary alloys and not a binary alloy 
as recited in the present claims and that the difference in composition is significant and 
should not be overlooked. 

In this regard, it is the examiner's position that the presence of the term 
"comprising" does not exclude the ternary alloys of Goldberg. 

Applicants argue that Goldberg in view of JP'068 and Saito also fails to teach or 
suggest the limitations recited in present claim 1 , and that both JP'068 and Saito teach 
a fine wire of 120 urn or less, but they fail to teach or suggest the claimed 
transformation temperatures and shrinking strain rates for such wires, further arguing 
that Goldberg in view of JP'068 and Saito fails to teach or suggest each and every 
feature of claim 1 . 

In response thereto, it is the examiner's position that "[t]he test for combining 
references is not what the individual references themselves suggest but rather what the 
combination of the disclosures taken as a whole would suggest to one of ordinary skill in 
the art." In re McLaughlin, 170 USPQ 209 (CCPA 1971). 

Applicants argue that there is no motivation or suggestion to combine Goldberg 
in view of JP'068 and Saito. 

7. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
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the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, it would have 
been to the skilled artisan to modify the teachings of Goldberg by reducing the diameter 
of his wire to produce fine wires that could be used in the medical field or the application 
of microactuators, motivated by the teachings of JP'068 and Saito. 
No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill Gray whose telephone number is 571 -272-1 524. 
The examiner can normally be reached on M-Th and alternate Fridays 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on 571-272-1401 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jill Gray/ 
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